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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of the species of figures 1-4B in Paper No. 8 is 
acknowledged. The traversal is on the ground(s) that to search additional species 
would not burden the examiner. This is not found persuasive because any additional 
species for which the examiner will be required to search will entail many additional 
elements, elements which Applicant has conceded are patentabiy distinct, and the 
examiner will be required to research the occurrence of any and all combinations of 
these additional elements from the beginning of time until Applicant's date of filling. 
Accordingly the addition of supplemental patentabiy distinct species does create a 
serious burden upon the examiner. The requirement is still deemed proper and is 
therefore made FINAL. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 36-47, 53, 57, 66, 67, 76, 78-86, and 88-91 are rejected under 35 
U.S.C. 102(b) as being anticipated by Gough et al (patent #5,863,290). Gough et al. 
disclose a microwave ablation system (see the third paragraph beginning after the 
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"summary of the invention" and the later discussion of the connection to a microwave 
energy source 20) as seen in figures 3-8 comprising an ablation device (see items 16) 
which includes an energy delivery portion and an introducer (item 14) having a 
sharpened distal end and which is sized and dimensioned for slidable receipt of the 
ablation device therethrough. As seen for example in figure 3 (and explained in column 
6, lines 30-60), the energy delivery device is made of a nitinol material and is selectively 
deployed to attain multiple shapes and sizes ranging from only "a few degrees from the 
longitudinal axis" to ah obtuse angle embodiment described as a "j-hook" type. In 
regard to the limitations of claim 44, either the nitinol aspect of item 16 or item 1 8 can 
be seen as an biasing element. 

In regard to the limitations of claims 46 and 88-90, it is the examiner's position 
that these claims are only directed to the intended use of the present application and do 
not recite actual structure. Accordingly the reference of Gough et ai. is seen to meet the 
limitations of these claims. 

Claims 36 and 51 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Zepeda et al (patent #6,090,105). Zepeda et al. disclose relatively the same invention 
as Gough et al. with the addition of expressly disclosing size parameters for the device's 
diameter (see column 7, lines 1-5). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The references of Berube et al. (patent #6,325,796) and 
Moorman et al. (6,355,033) disclose microwave ablation system which are positioned 
within target tissue after being slidably received by an introducer. 



Recent Statutory Changes to 35 U.S.C. § 102(e) 

On November 2, 2002, President Bush signed the 21st Century Department of Justice 
Appropriations Authorization Act (H.R. 2215) (Pub. L. 107-273, 1 16 Stat. 1758 (2002)), which 
further amended 35 U.S.C. § 102(e), as revised by the American Inventors Protection Act of 
1999 (AIPA) (Pub. L. 106-113, 113 Stat. 1501 (1999)). The revised provisions in 35 U.S.C. 
§ 102(e) are completely retroactive and effective immediately for all applications being 
examined or patents being reexamined. Until all of the Office's automated systems are updated 
to reflect the revised statute, citation to the revised statute in Office actions is provided by this 
attachment. This attachment also substitutes for any citation of the text of 35 U.S.C. § 102(e), if 
made, in the attached Office action. 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 1 02 in view of 
the AIPA and H.R. 2215 that forms the basis for the rejections under this section made 
in the attached Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the invention 
by the applicant for patent or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

35 U.S.C. § 102(e), as revised by the AIPA and H.R. 2215, applies to all qualifying 
references, except when the reference is a U.S. patent resulting directly or indirectly 
from an international application filed before November 29, 2000. For such patents, the 



• 



Application/Control Number: 09/660,466 



Page 5 



Art Unit: 3739 

prior art date is determined under 35 U.S.C. § 102(e) as it existed prior to the 
amendment by the AlPA (pre-AlPA 35 U.S.C. § 102(e)). 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 102 prior to the 
amendment by the AlPA that forms the basis for the rejections under this section made 
in the attached Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by 
another filed in the United States before the invention thereof by the applicant for 
patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the 
invention thereof by the applicant for patent. 

For more information on revised 35 U.S.C. § 102(e) visit the USPTO website at www.uspto.gov 
or call the Office of Patent Legal Administration at (703) 305-1622. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M Ruddy whose telephone number is (703) 308- 
3595. The examiner can normally be reached on Mon-Fri 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (703) 308-0994. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 746-3376 
for regular communications and (703) 746-3376 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone numbenTi|.(?e3)^08- 
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